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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s refusal to all ow
claims 1 through 4 as anended after the final rejection (see
the anendnent dated Sept. 7, 1995, Paper No. 8, entered as per

the Advisory Action dated Sept. 29, 1995, Paper No. 9).

! Application for patent filed June 28, 1994.
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According to appellant, the invention is directed to a
di sc cartridge liner for wiping off the dust deposited on a
recordi ng disc where the liner includes a thernoplastic fiber
ent angl i ng body and a cellul ose fiber entangling body (Brief,
pages 2 and 4). Caim1l is illustrative of the subject matter
on appeal and is reproduced bel ow

1. A disc cartridge liner conprising: a thernoplastic
fi ber entangling body conposed of entangled thernoplastic
fibers, and a cellul ose fiber entangling body conposed of
ent angl ed regenerated cellul ose fibers and refined cellul ose
fibers, the thernoplastic fiber entangling body and the
cellul ose fiber entangling body being heated and pressed to be
attached to each other.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Howey 5, 060, 105 Cct. 22, 1991
Takemae et al. (Takenae) 5,122,919 Jun. 16, 1992
Vogt 2 325 715 Dec. 19, 1974

(Publ i shed German O f enl egungsschrift)?
Clains 1 through 3 stand rejected under 35 U.S.C. § 103

as unpat entabl e over Takenae in view of Vogt (Answer, pages 3-

2 The exam ner apparently relies upon an English abstract
of this reference (see the PTO 892 acconpanying the rejection
dated Jan. 24, 1995, Paper No. 4, and the Brief dated Apr. 29,
1995, Paper No. 13, page 11). W refer to and cite from an
English translation of the entire docunent provided as
Appendi x B to appellant’s Brief.
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5). Caim4 stands rejected under 35 U.S.C. § 103 as
unpat ent abl e over Takemae in view of Vogt and Howey (Answer,
page 5). W reverse both of the exam ner’s rejections for

reasons which foll ow
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OPI NI ON

The disc cartridge |liner of appealed claim1l conprises
ent angl ed thernoplastic fibers and entangl ed regenerat ed
cel lul ose fibers and refined cellulose fibers. The exam ner
finds that Takemae di scl oses a disc cartridge |iner conprising
a thernoplastic fiber and a regenerated cellul ose fiber
(Answer, page 3). The exam ner recogni zes that Takemae does
not disclose refined cellulose fibers as required by appeal ed
claim1 (Answer, page 4). The exam ner cites Vogt (ML159V/52)
for the disclosure of “a protective sleeve of a video record
conprising fibers nade by plastics or sem -synthetic materi al
consisting of a nodified cellulose (a refined cellul ose fiber
i nherently).” (Id.). The exam ner concludes that it would
have been obvious to nmake the disc |iner of Takenmae w th both
a regenerated cellulose fiber and a refined cellul ose fiber
“as inherently taught by ML159V/ 52 [Vogt].” (1d.).

The exam ner does not provide any factual support for the
finding that the “nodified cellulose” of Vogt is “inherently”
a refined cellulose fiber. See the specification, page 9,

wher e appel | ant di scl oses the preparation and characteristics
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of “refined cellulose fibers”. The term“nodified cellul ose”
is well known in the art® and has not been shown by the

exam ner to necessarily include the “refined cellul ose fibers”
taught in appellant’s specification and recited in appeal ed
claim 1.

Even assuming that “nodified cellulose fibers” are the
same as “refined cellulose fibers”, the exam ner has failed to
show any reasoning, notivation or suggestion for conbining the
teachi ngs of Takenme and Vogt in the nmanner proposed (see the
Brief, pages 11-12). The exam ner nust specifically identify
the reasons one of ordinary skill in the art would have been

notivated to select the references and conbine them See In
re Dembiczak, = F.3d __, _, 50 USPQ2d 1614, 1617-1618 (Fed.
Cr. 1999); Inre Rouffet, 149 F.3d 1350, 1359, 47 USPQRd
1453, 1459 (Fed. G r. 1998). The exam ner sets forth a

sweeping rationale that it woul d have been obvious to nake a

disc liner wwth regenerated and refined cellul ose fibers “to

avoi d scratching disc surface in order to protect disc surface

3 See Hawl ey, The Condensed Chem cal Dictionary, 10th ed.,
pp. 210-211, Van Nostrand Rei nhold Co., 1981, a copy of which
Is attached to this decision.
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wi t hout danmage” (Answer, page 4). However, the exam ner does
not specifically identify why the artisan woul d have used the
protective “nodified cellulose fiber” lining of Vogt in
addition to the two Iining naterials of Takenmae whil e keeping
both types of cellul ose fibers together and entangl ed.

The exam ner additionally applies the Howey reference
against claim4 for the disclosure of using a rubber based
bi nder but this reference does not cure the deficiencies noted
above. Howey discloses a web of nonwoven synthetic fibers
which are thernmally spot welded to formthe basic |iner fabric
(colum 3, lines 59-62). Howey exenplifies nmany types of
fibers including cellulosic fibers but does not disclose or
teach refined cellul ose fibers (see colum 4, |ines 6-10;
lines 31-33; and colum 6, |ines 9-25).

For the foregoing reasons, we determ ne that the exam ner
has not established a prima facie case of obviousness in view
of the applied prior art. Accordingly, the rejection of
clainms 1 through 3 under 35 U.S.C. §8 103 as unpatentabl e over
Takemae in view of Vogt is reversed. The rejection of claim4

under § 103
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as unpatentabl e over Takenmae in view of Vogt and Howey is al so

reversed. In re Cetiker, 977 F.2d 1443, 1445, 24 USPQQRd 1443,

1444 (Fed. Cir. 1992).
The deci sion of the examner is reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CARCL A. SPI EGEL
Adm ni strative Patent Judge
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